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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

    

 

ANSWER 

The following is the Answer of United Reality, Inc. (hereinafter “Registrant”), owner of 

Federal Trademark Registration No. 4776243 for the mark UNITED, by and through Counsel, 

Erik M. Pelton & Associates, PLLC, to the Petition for Cancellation filed on July 18, 2016, by 

United Country Real Estate, LLC. (hereinafter “Petitioner”), and assigned Cancellation No. 

92064069. 

Registrant hereby responds, solely for the purpose of this proceeding, to each of the 

grounds set forth in the Petition for Cancellation, as follows: 

1. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 1 of the Petition for Cancellation and therefore 

denies them. 

2. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 2 of the Petition for Cancellation and therefore 

denies them. 

3. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 3 of the Petition for Cancellation and therefore 

denies them. 

United Country Real Estate, LLC. 

        Petitioner, 

 

v. 

 

United Realty, Inc. 

        Registrant. 

 

Cancellation No. 92064069 

 

Registration No. 4,776,243 

 

Mark:  

UNITED REALTY, INC. 
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4. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 4 of the Petition for Cancellation and therefore 

denies them. 

5. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 5 of the Petition for Cancellation and therefore 

denies them. 

6. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 6 of the Petition for Cancellation and therefore 

denies them. 

7. Admitted. 

8. Admitted. 

9. Denied. 

10. Paragraph 10 of the Petition for Cancellation does not call for an admission or 

denial. 

11. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 11 of the Petition for Cancellation and 

therefore denies them.   

12. Denied. 

13. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 13 of the Petition for Cancellation and 

therefore denies them. 
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14. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations contained in paragraph 14 of the Petition for Cancellation and 

therefore denies them. 

15. Denied. 

16. Denied. 

17. Paragraph 17 of the Petition for Cancellation does not call for admission or denial. 

18. Denied. 

19. Admitted, to the extent that Registrant received a demand letter from Petitioner on 

or about August 14, 2014. Otherwise, Paragraph 19 is denied. 

20. Admitted. 

21. Admitted to the extent Registrant received Petitioner’s response. However, 

Registrant denies Petitioner’s characterizations in the remainder of Paragraph 21. 

22. Admitted. 

23. Admitted, to the extent Registrant declared to the USPTO that, to the best of its 

knowledge and belief, no other person had the exclusive right to use the mark in commerce and 

that the mark was not likely to cause confusion. Registrant further admits that it still holds this 

belief in good faith. Registrant denies any allegations and assertions that Registrant made false 

representations to the USPTO. 

24. Denied. 

25. Denied. 

26. Registrant admits that it has used the trademark UNITED REALTY, INC.®  since 

1988. Registrant denies the remaining allegations set forth by Petitioner in Paragraph 26 and 

objects to the implications made by the assertions. 
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27. Denied. 

28. Denied. 

29. Denied. 

30. Denied. 

 

AFFIRMATIVE DEFENSES & AMPLIFICATIONS 

FURTHERMORE, Registrant sets forth the following in support of his defense: 

31. Petitioner’s UNITED mark is conceptually weak and diluted. 

32. Petitioner’s marks are commercially weak and diluted. 

33. There are numerous third-party registrations for marks including the term 

UNITED used in connection with realty services and related goods and services on the Principal 

Register, including but not limited to those listed in the table below: 

Trademark Reg. No. Good and/or Services include: 

UNITED PROPERTIES 4090982 
REAL ESTATE INVESTMENT SERVICES;  

REAL ESTATE DEVELOPMENT SERVICES 

UNITED BROKERS GROUP 4259991 Real Estate Brokerage 

UNITED AMERICAN 

MORTGAGE 
2954693 

MORTGAGE BANKING SERVICES ON 

RESIDENTIAL REAL ESTATE 

UNITED COMMERCIAL 

REALTY 
3067628 

Real estate agency services; real estate brokerage; 

real estate leasing; real estate investment; real estate 

acquisition; real estate consulting services 

UNITED TITLE 4268472 
Real estate title insurance agency services; Title 

searching and research services.  

UNITED WHOLESALE 

MORTGAGE 
2805556 

Mortgage banking services, namely funding of 

wholesale, residential real estate loans. 
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UNITED MULTI FAMILY 2741649 real estate brokerage services 

UNITED STATES  

POST OFFICE 
4475354 

Leasing of real property; Real estate services, 

namely, rental, leasing, management, brokerage and 

acquisition of commercial real property 

UNITED FIRE GROUP 4346374 
Insurance administration and insurance underwriting 

services in the fields of multi-line property and 

casualty insurance and life insurance. 

VETERANS UNITED 4131122 

Providing a variety of insurance, real estate, and 

financial services to active duty military personnel 

and veterans, namely, real estate agencies, real estate 

brokerage, real estate consultation, mortgage 

lending, insurance agencies, insurance brokerage, 

and insurance consultation 

UNITED OVERSEAS BANK 4166626 

Banking, financial, investment, credit and insurance 

services; credit card services; debit card services; 

real estate affairs; brokerage services; factoring; 

internet banking services; phone banking services 

 

4059396 

 

 

real estate and mortgage brokerage and lending 

services; estate trust and financial trust consultation; 

fiduciary services, namely, fiduciary representative 

services; consulting services in the field of 

retirement plan administration; investment 

consulting services; investment brokerage and 

investment management services; providing secure 

financial transactions in the nature of electronic cash 

transactions, electronic credit card transactions, 

electronic debit transactions, electronic check 

processing transactions, and electronic transmission 

of bill payment via a global computer network; 

insurance services, namely, underwriting and 

brokerage of property, casualty, and life insurance 

policies and annuity contracts 

MILITARY UNITED 4011593 

Providing a variety of financial services to active 

duty military personnel and veterans, namely, real 

estate agencies, real estate brokerage, real estate 

consultation, mortgage lending, insurance agencies, 

insurance brokerage, and insurance consultancy 
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4139917 

loan financing and real estate investment; Loan 

financing for owner-occupied, second home, and 

investment property;  

INVESTORS UNITED 3173308 

Real estate investment education, namely, education 

services in the nature of real estate investment 

schools, education services in the nature of 

conducting classes, field training, seminars and 

conferences in the field of real estate investment. 

AIR, LAND & SEA. UNITED. 3947458 Real estate development. 

UNITED WE SAVE 3996401 

Providing referrals in the field of personal finance, 

business management, insurance, real estate, 

consumer mortgages, consumer savings plans, 

personal tax preparation, consumer legal issues, 

consumer credit repair; Consulting and advisory 

services for the aforesaid services 

 

3811105 

financial information and evaluations, namely, 

financial evaluations relating to insurance, banking, 

and real estate 

MANCHESTER UNITED 3297200 

Insurance underwriting services for all types of 

insurance; provision of financial services, namely 

financial management, financial sponsorship of 

sporting events, competitions, athletes, and charity 

events, financial information processing, providing 

financial information in the nature of rates of 

exchange, providing financial information by 

electronic means, financial analysis and 

consultation, and financial evaluation for insurance, 

banking, or real estate purposes; monetary services, 

namely monetary exchange, issuing credit cards, 

debit card services, loan financing, and mortgage 

banking; real estate services, namely real estate 

acquisition services, real estate agencies, real estate 

appraisal, real estate brokerage, real estate 

consultation, real estate consultancy, realestate 

escrow services, real estate investment, real estate 

listing, real estate management, real estate 

procurement for others, real estate syndication, real 

estate time-sharing, real estate trustee services and 

real estate equity sharing, namely, managing and 

arranging for co-ownership of real estate; 
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3774380 

Mortgage banking services, namely, funding of 

wholesale, residential real estate loans 

 

4110562 

Assessment and management of real estate; 

Financial investment in the field of real estate; Land 

acquisition, namely, real estate brokerage; Leasing 

of real estate; Real estate acquisition services; Real 

estate agencies; Real estate brokerage; Real estate 

consultancy; Real estate consultation; Real estate 

equity sharing, namely, managing and arranging for 

co-ownership of real estate; Real estate investment; 

Real estate management; Real estate procurement 

for others; Real estate syndication; Real estate 

development; Real estate site selection 

BANKUNITED 2939448 loan financing and real estate investment 

 

2702006 

REAL ESTATE ACQUISITION, BROKERAGE, 

LEASING, APPRAISAL, AND MORTGAGE 

BROKERAGE SERVICES. FIRST USE 

 

2415369 

Real estate appraisal, title insurance, individual and 

business credit reporting, consumer credit pre-

screening reporting, mortgage credit reporting, and 

credit portfolio management; Title searching and 

public record information searching and reporting 

services 

Registration certificates attached as Exhibit A. 

34. Petitioner has failed to effectively exercise control over the term UNITED. 

35. Petitioner’s Mark is entitled to a narrow scope of protection from subsequent 

users of other marks that include the term “UNITED” in connection with realty services and 

related goods and services. 

36. Registrant has continually used its mark in commerce since 1988. 
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37. Registrant’s mark has gained significant commercial significance as an indicator 

of its services. 

38. Registrant is recognized in the realty community through active membership in 

regional and national realty organizations. 

39. Registrant is well-known for its involvement with the Chinese-American 

Chamber of Commerce of Virginia and other Chinese-American civic organizations. 

40. Registrant’s annual sales regularly amount to tens of millions of dollars. 

41. Registrant is recognized by the realty community for its success as a realtor and 

has received numerous awards. 

42. Petitioner and its representatives have corresponded with Registrant numerous 

times about Registrant’s business, dating at least as early as 2014. 

43. Petitioner never opposed or objected to Registrant’s registration of Registrant’s 

mark, despite having previously sent correspondence demanding Registrant cease using 

Registrant’s mark, until after Registrant’s mark became registered. 

44. Petitioner’s marks are not the same as or confusingly similar to Registrant’s mark. 

45. Petitioner’s marks and Registrant’s mark have different appearances 

46. Petitioner’s marks and Registrant’s mark sound different. 

47. Petitioner’s marks and Registrant’s mark have different connotations and 

meanings. 

48. Petitioner’s marks and Registrant’s mark have different overall commercial 

impressions. 
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49. Registrant’s mark and the pleaded marks of Petitioner are not likely to cause 

confusion, mistake or deception among purchasers as to the source of Petitioner’s and 

Registrant’s respective services. 

50. Petitioner is not likely to be damaged by registration and use of Registrant’s mark. 

51. Petitioner’s claims are barred by the defense of laches. 

52. Petitioner’s claims are barred by the defense of acquiescence.  

 

Applicant hereby appoints Erik M. Pelton, a member of the Bars of the State of New 

Jersey and the District of Columbia, and John C. Heinbockel, a member of the Bar of the State of 

New York, at the firm of: 

Erik M. Pelton & Associates, PLLC 

PO Box 100637 

Arlington, Virginia 22210 

TEL: (703) 525-8009 

uspto@tm4smallbiz.com 

 

to act as attorneys in the matter of the cancellation identified above, to prosecute said 

cancellation, to transact all business in the Patent and Trademark Office connected with the 

cancellation, to sign its name to all papers which are hereinafter to be filed in connection 

therewith, and to receive all communications relating to the same. 

 

WHEREFORE, Registrant United Realty, Inc. prays that the Trademark Trial and Appeal 

Board deny the Petition for Cancellation. 
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Dated this 25th day of August, 2016. 

 

     Respectfully Submitted,  

 

 

 

       

Erik M. Pelton 

ERIK M. PELTON & ASSOCIATES, PLLC 

PO Box 100637 

Arlington, Virginia 22210 

TEL: (703) 525-8009 

FAX: (703) 525-8089 

 

Attorney for Registrant 
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CERTIFICATE OF SERVICE 

 

I hereby certify that a true and accurate copy of Registrant’s Answer has been served on 

the following by delivering said copy on August 25, 2016, via First Class Mail, to counsel for 

Petitioner at the following address: 

 

DANIEL A CROWE 

BRYAN CAVE LLP 

One Metropolitan Square 

211 North Broadway, Suite 3600 

St. Louis, Missouri 63021 

 

 

 

 

 

By:       

 Erik M. Pelton, Esq. 

 

 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

    

 

EXHIBIT A 

United Country Real Estate, LLC. 

        Petitioner, 

 

v. 

 

United Realty, Inc. 

        Registrant. 

 

Cancellation No. 92064069 

 

Registration No. 4,776,243 

 

Mark:  

UNITED REALTY, INC. 
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